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Understanding the Importance of
Trademarking a Name

Your business name is often the first point of contact with customers.
It carries your reputation, your brand identity, and your promise of
quality. Without legal protection, anyone could use a similar name,
causing confusion and potentially damaging the trust you have built.
Learning how to trademark a name is not just a legal
technicality—it is a strategic move to safeguard your brand’s future. A
registered trademark gives you exclusive rights to use that name in
connection with your goods or services, and it allows you to take legal
action against infringers. This article will walk you through the entire
process, from initial checks to final registration, so you can secure
your brand with confidence.

Many entrepreneurs and small business owners postpone
trademarking because they believe it is too complex or expensive.
However, the process is more straightforward than you might think,
and the benefits far outweigh the costs. Whether you are starting a
new venture or rebranding an existing one, understanding the steps
involved ensures that you avoid common pitfalls. This guide covers
everything you need to know about how to trademark a name,
including conducting a trademark search, filing your application, and
responding to office actions.

Step 1: Determine If Your Name Is
Eligible for Trademark Protection

Not every name can be trademarked. The United States Patent and
Trademark Office (USPTO) and similar agencies in other countries
have specific requirements. The name must be distinctive and used in
commerce. Generic terms like “Shoes” for a shoe store cannot be
trademarked because they describe the product itself. Descriptive
names, such as “Quick Lube” for an oil change service, are also
difficult to register unless they have acquired secondary meaning
over time.

The most trademark-friendly names are arbitrary (e.g., “Apple” for
computers), fanciful (e.g., “Kodak”), or suggestive (e.g., “Netflix”
hinting at internet + flicks). Before you proceed, evaluate whether
your name falls into one of these categories. If it is merely
descriptive, you may need to build a strong brand presence first to
prove that consumers associate the name with your specific business.
When you learn how to trademark a name, the first lesson is to
choose a name that is inherently distinctive.

Conduct a Thorough Trademark Search

Before filing an application, you must ensure that no one else is
already using a similar name for related goods or services. A
preliminary search can save you time, money, and legal headaches.
Start with the USPTO’s Trademark Electronic Search System (TESS)
for US filings, or the equivalent database in your country. Search not
only for exact matches but also for phonetically similar names,
misspellings, and names with similar meanings.

e Use the USPTO'’s free search tool to check pending and
registered trademarks.

e Search for the name in your specific class of goods or services.
A name used for clothing may not conflict with the same name
used for software.

e Also search common law uses—check business registries,
domain names, social media handles, and even local

directories. Even unregistered marks can have rights.

If you find a similar mark that could cause confusion, you may need
to modify your name or choose a different one. A professional
trademark attorney can perform a more comprehensive clearance
search and provide an opinion on the risk of conflict. The extra cost is
worth the peace of mind.

Step 2: Understand the Different
Types of Trademark Applications

When you learn how to trademark a name, you will encounter two
main types of applications: “use in commerce” and “intent to use.” If
you are already selling products or services under that name, you can
file a use-based application. You will need to provide a specimen
showing the name used in the marketplace, such as a product label,
website screenshot, or advertisement.

If you have not yet launched but plan to use the name in the future,
you can file an intent-to-use application. This reserves your rights
while you prepare to enter the market. The USPTO will issue a Notice
of Allowance, and you will have up to six months (extendable) to
show that you are actually using the mark in commerce. Both paths
lead to registration, but the timing and requirements differ.

Choosing the Correct Filing Basis

For US applicants, the filing basis also depends on whether you are
using the mark in interstate commerce, which is required for federal
registration. If you only operate locally, you may still qualify if your
business affects interstate commerce (e.g., selling online to
customers in other states). Alternatively, you can rely on a foreign
registration if you have a home country application. The how to
trademark a name process is similar in many jurisdictions, but
always check local laws.

Step 3: Prepare and File Your
Trademark Application

You can file online through the USPTO’s Trademark Electronic
Application System (TEAS). There are three levels: TEAS Plus, TEAS
Reduced Fee (RF), and TEAS Regular. TEAS Plus has the lowest fee
but requires a precise identification of goods/services from the
USPTO’s manual. TEAS Regular costs more but allows more flexibility
in descriptions.

When preparing your application, you must provide:

1. The name you want to trademark exactly as it appears.

2. The class(es) of goods or services. Each class incurs an
additional fee, so be strategic—list only what you actually offer
or plan to offer.

3. Aclear drawing of the mark if it includes a design element. For
a standard character mark (just text), you can simply type the
name.

4. Specimens of use if filing a use-based application.

5. The filing fee, which ranges from $250 to $350 per class for
TEAS applications.

After submission, you will receive a serial number and can track your
application status via the Trademark Status and Document Retrieval
(TSDR) system. The USPTO will assign an examining attorney to
review your application. This review typically takes four to six
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months, but timelines vary.
Responding to Office Actions

It is common to receive an Office Action—a letter from the USPTO
raising issues with your application. These could be minor (e.qg.,
clarifying the description of goods) or substantive (e.qg., likelihood of
confusion with an existing mark). You must respond within six
months, or your application will be abandoned. Many first-time
applicants hire a trademark attorney at this stage to craft a
persuasive response. Understanding how to trademark a name
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Step 4: Publication and Opposition
Period

Once the examining attorney approves your application, it is
published in the Official Gazette for 30 days. During this window, third
parties can oppose your registration if they believe it will harm their
rights. Most applications go unchallenged, but you should be
prepared. An opposition proceeding can be expensive, but having a
strong mark reduces the risk.

If no opposition is filed, the USPTO will register your mark. For intent-
to-use applications, you will first receive a Notice of Allowance,
followed by registration after you submit a Statement of Use. The
entire process from filing to registration can take 12 to 18 months.
Patience is key when you learn how to trademark a name.

Step 5: Maintain Your Trademark

A trademark registration is not permanent. You must enforce your
rights and file periodic maintenance documents. Between the fifth
and sixth year after registration, you must file a Section 8 Declaration
of Continued Use, along with a specimen. Between the ninth and
tenth year, you file a combined Section 8 and Section 9 renewal.
These filings keep your mark alive.

Additionally, you should monitor the marketplace for potential
infringers. If someone uses a confusingly similar name, you may need
to send a cease-and-desist letter or initiate legal action. The strength
of your trademark depends on your vigilance. The more you
understand how to trademark a name, the better you can protect
your investment over the long term.

Common Mistakes to Avoid When
Trademarking a Name

Many first-time applicants make errors that delay or derail their
registration. Here are pitfalls to avoid:

e Skipping the search: Rushing to file without a proper
clearance search often leads to rejection or opposition.
e Choosing a weak mark: Names that are too descriptive or

generic are hard to register and even harder to enforce.

¢ Incorrect classification: Listing too many classes increases
costs unnecessarily; listing too few leaves gaps in protection.

¢ Using the wrong filing basis: Filing as “use in commerce”
before you actually have sales can invalidate your application.

¢ Ignoring deadlines: Missing a response deadline can result in
abandonment. Set calendar reminders.

¢ DIY without research: While you can file yourself, the
USPTO's rules are nuanced. Many successful filers consult an
attorney at least for the search and initial application.

Trademark a Name Abroad

A US trademark protects you only within the United States. If you plan
to expand globally, you need protection in each country. The Madrid
Protocol allows you to file a single international application,
designating multiple member countries. This streamlines the process
but does not guarantee registration—each country reviews the
application independently.

Alternatively, you can file directly with national trademark offices.
When learning how to trademark a name internationally, prioritize
your key markets. Costs vary, and some countries have different
classification systems (e.g., the Nice classification is widely used, but
goods/services descriptions may differ). Always work with local
counsel for complex filings.

The Cost of Trademarking a Name

Fees depend on the number of classes, the filing basis, and whether
you hire an attorney. As of this writing, USPTO fees are:

e TEAS Plus: $250 per class
e TEAS RF: $275 per class
e TEAS Regular: $350 per class

Attorney fees vary widely but typically range from $500 to $2,000 for
a straightforward application. Additional costs may arise for
responding to Office Actions, conducting comprehensive searches, or
fighting oppositions. While it may seem like a significant expense, the
value of a registered trademark often far exceeds the cost, especially
if your brand grows.

Conclusion

Trademarking a name is one of the most important legal steps you
can take to protect your brand identity. By following the steps
outlined above—conducting a thorough search, choosing a distinctive
name, filing the correct application, and maintaining your
registration—you can secure exclusive rights and build a foundation
for long-term success. Remember that how to trademark a name is
not a one-time event but an ongoing process of vigilance and
enforcement. Whether you handle it yourself or work with an
attorney, the effort you invest today will pay dividends in brand
recognition, customer trust, and legal protection for years to come.



